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Period for' R^pT''''"' °' '''''' oommunloBtion appears on the cover sheet y,ith th^ corrBspondonc^ address - 

■ a^r sTcISt^^^^^^^^^^^ -36(a, ,n no even, however, .ay a rep, be ti.e.y «,e. 

earned patent term adjustment. See 37 CFR 1 704fb) communication, even if timely filed, may reduce any 

Status 

1 )^ Responsive to connmunication(s) filed on 20 February 2003 . 
2a)n This action is FINAL. 2b)IEl This action is non-final. 

fa^^V^'^ application is in condition for allowance except for formal matters, prosecution as to the merits is 
Disposition Saaimr^^ '""^^^ ^^^"^^ '^^^ ^ ^ ^^^^ 213 " 

4) |EI Glaim(s) 1::14 is/are pending in the application. 

4a) Of the above claim(s) 4 and 9-14 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) |EI Claim(s)1^3a7?d^ is/are rejected. 

7) \3 Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

1 0M The drawing(s) filed on 18 April 2001 is/are: a)^ accepted or b)Kl objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a) 
11 )□ The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) IE1 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)IEI All b)n Some * c)^ None of: 

1 M Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7 2(a)) 
See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 

1) m Notice of References Cited (PTO-892) 4) □ interview Sur.r.ary (PTO-413) Paper No(s). 

3) I2SI Information Disclosure Statement(s) (PTO-1 449) Paper No(s) 2. 6) □ other: h'k v ; 
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DETAILED ACTION 

1 . Applicant's election without traverse of Group I, Specie V (claims 1-3, and 5-8) in 
Paper No. 9 is acknowledged. 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "capacitor element 
has roughened side surfaces, claim 8, line 2, according to figure 5" must be shown or 
the feature(s) canceled from the claim(s). No new matter should be entered. 

A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 

Claim Objections 

3. Claim 7 is objected to because of the following informalities: claim 7, line 1 , 
please, insert "further" after -to claim 6,-. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it. ,n such full, clear, concise, and exact terms as to enable any person skilled in the 
«t fol fh '* ■ which it is most nearly connected, to make and use the same and shall 

set forth the best mode contemplated by the inventor of carrying out his invention. 
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5. Claim 8 is rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the Inventor(s), at the time the application 
was filed, had possession of the claimed invention. The specification is silent regarding 
"the capacitor element has roughened side surfaces" in claim 8. line 2 according to 
figure 5. 



Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

[hil*!ln, P^'®"ted or described in a printed publication In this or a foreign country or In public use or on sale In 

this country, more than one year prior to the date of application for patent in the Unfed States 

7. Claims 1-3, and 6-8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Wojnarowski et al. (submitted by applicant, hereafter Wo). 

Regarding claims 1 and 8, Wo discloses a printed wiring substrate as shown in 
figures Id-le comprising: 

a molded insulating substrate (24, column 8, line 23) serving as a support; 

a conductor layer (32, column 8, line 26) formed on the insulating substrate; and 

a capacitor element (20. column 5, line 14. column 8, line 23) embedded in the 
insulating substrate (24) and connected to the conductor layer (32); wherein 

the printed wiring substrate is adapted for mounting an integrated circuit element 
(not shown) thereon connecting to the conductor layer, characterized in that the 
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insulating substrate is molded by placing the capacitor element in a predetermined mold 
and charging resin into the mold. 

Regarding claims 2-3. Wo discloses the printed wiring substrate as shown in 
figures 1d-1e wherein the insulating substrate includes a reinforcement member (17, 
column 6, lines 10-65, which is glass-cloth embedded in the insulating substrate. 

Regarding claim 6, Wo discloses a printed wiring substrate as shown in figures 
1 d-1 e wherein the capacitor element (20) has terminals (electrodes contact of the 
capacitor 20) on each of upper and lower surfaces thereof; and the terminals on the 
upper surface are exposed from an upper surface of the insulating substrate, and the 
terminals on the lower surface are exposed from a lower surface of the insulating 
substrate. 

Regarding claim 7, Wo discloses a printed wiring substrate as shown in figures 
1d-1e comprising at least one insulating layer formed on each of the upper and lower 
surfaces of the insulating substrate and at least one conductor layer formed on the 
insulating layer, wherein the conductor layer is connected to the terminals of the 
capacitor element or the through-hole conductors by vias formed in the insulating layer. 



Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

If Iwi'fl/if -fT « °t>tained though the invention is not Identically disclosed or described as set forth In section 1 02 
of this title, If the differences between the subject matter sought to be patented and the prior art are suTthat the sub ert 
matter as a whole would have been obvious at the time the invention was made to a peraon having ordinarl skill in tS 
to which said subject matter pertains. Patentability shall not be negatived by the manner in which re invemion was 
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9. Claim 5 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Wo in 
view of Sunahara (U. S. Patent 6,153,290). 

Wo does not show the insulating substrate has through holes and through-hole 
conductors formed on wall surfaces of the through holes. 

Sunahara teaches the insulating substrate (1) as shown In figures 1-4 having 
through holes (29, 34) and through hole conductors (50) formed on wall surfaces of the 
through holes (29, 34). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have teaching's Sunahara to employ the substrate of Wo in 
order to provide an electrical connection between an IC and the substrate. 

Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Gorczyca et al. and Nakamura et al. disclose related art. 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tuan T Dinh whose telephone number is 703-306-5856. 
The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David L. Talbott can be reached on 703-305-9883. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-1341 
for regular communications and 703-305-1341 for After Final communications. 
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or 



Any inquiry of a general nature or relating to the status of this application 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0956. 



TD 

April 19, 2003 
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